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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an International application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Rackson, U.S. Patent No. 6,415,270 (reference A in attached PTO-892). 

3. As per claim 1 , Rackson teaches a method for determining an optimal bid for an 
item in a market, said method comprising: 

a) selecting characteristics of said market (see Fig, 13 (step 600); column 9, lines 

25- 35); 

b) selecting a bidding model (see column 11, lines 2-5, 24-26; column 22, lines 

26- 29); 

c) estimating a structure of said market (see Fig. 13, steps 610; column 19, lines 

4-21); 

d) determining a bid function (see Fig. 13, step 612; column 8, lines 11-17); and 

e) determining said optimal bid (see Fig. 13, step 650; column 8, lines 60-62). 
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4. As per claim 2, Racl<son teaches claim 1 as described above. Rackson further 
teaches the method wherein said step a) comprises: 

receiving a first user input, wherein said first user input comprises information 
identifying an item to be bid on (see Fig. 1 1 and 12; column 24, lines 5-24; column 23, 
lines 39-41); 

accessing a database (see Figs. 10, 11 and 12; column 23, lines 30-55); 

retrieving historical bids data from said database; retrieving auction 
characteristics data from said database, wherein said auction characteristics data 
comprise information relating to historical auctions of items similar to said item to be bid 
on; outputting said historical bids data; and outputting said auction characteristics data 
(see Fig. 13; steps 600, 610 and 612; column 24, lines 57-62). 

5. As per claim 3, Rackson teaches claim 1 as described above. Rackson further 
teaches the method wherein said step b) comprises: 

receiving auction characteristics data; accessing a database; retrieving from said 
database said bidding model, wherein said bidding model is selected based on a 
corresponding relevance of said auction characteristics data; and outputting said 
bidding model (see column 22, lines 26-29; 49-55)). 

6. As per claim 4, Rackson teaches claim 1 as described above. Rackson further 
teaches the method wherein said step c) comprises: 

receiving said bidding model; receiving historical bids data (see column 18, lines 
49-52); 
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expressing unobservable variables in terms of observable bids, wherein said 
unobservable variables are expressed in terms of observable bids by inverting said 
bidding model; transforming said historical bids data to a sample of inverted bids, 
wherein said historical bids data are transformed by inverting said bidding model; 
estimating a structure of said market, wherein said sample of inverted bids receives 
application of statistical density estimation techniques to obtain said structure; and 
outputting said structure (see column 18, lines 53-63). 

7. As per claim 5, Rackson teaches claim 1 as described above. Rackson further 
teaches the method wherein said step d) comprises: 

receiving a second user input; receiving a structure; generating a bid function, 
wherein said bid function is based on said structure and said second user input; and 
outputting said bid function (see Fig. 12; column 24, lines 5-56). 

8. As per claim 6, Rackson teaches claim 5 as described above. Rackson further 
teaches the method, wherein said second user input comprises: 

an auction format; a valuation of said item; and an expected number of rival 
bidders (see Fig. 5, 6, 7, 8 and 14), 

9. As per claim 7, Rackson teaches claim 1 as described above. Rackson further 
teaches the method, wherein said step e) comprises: 

receiving a third user input, wherein said third user input comprises an evaluation 
criteria (see Fig. 13, step 630 and 640; column 25, lines 35-39); 



Application/Control Number: 09/955,264 Page 5 

Art Unit: 3691 

receiving said bid function; calculating said optimal bid based on said third user 
input and said bid function; and outputting said optimal bid (see Fig. 13, steps 650 and 
654; column 25, lines 39-41). 

10. As per claim 8, Rackson teaches a computer system comprising: 
a bus (see Fig. 10; connects memory (32) and processor (36)); 

a memory interconnected with said bus (see Fig. 10; memory (32)); and 
a processor interconnected with said bus (see Fig. 10, memory (32)), 
wherein said processor executes a method for determining an optimal bid for an 
item in a market, said method comprising: 

a) selecting characteristics of said market (see Fig. 13 (step 600); column 9, lines 

25- 35); 

b) selecting a bidding model(see column 1 1 , lines 2-5, 24-26; column 22, lines 

26- 29); 

c) estimating a structure of said market(see Fig. 13, steps 610; column 19, lines 

4-21); 

d) determining a bid function (see Fig. 13, step 612; column 8, lines 11-17); and 

e) determining said optimal bid (see Fig. 13, step 650; column 8, lines 60-62). 

11. As per claim 9, it is rejected with same rational as claim 2. 

12. As per claim 10, it is rejected with same rational as claim 3. 

1 3. As per claim 1 1 , it is rejected with same rational as claim 4. 

14. As per claim 12, it is rejected with same rational as claim 5. 
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1 5. As per claim 1 3, it is rejected with same rational as claim 6, 

16. As per claim 14, it is rejected with same rational as claim 7, 



1 7. As per claim 1 5, Rackson teaches a computer readable medium for causing a 
computer system to execute the steps in a method for determining an optimal bid for an 
item in a market (see Figs. 3, 10 and 11), 

said method comprising: 

a) selecting characteristics of said market (see Fig. 13 (step 600); column 9, lines 

25- 35); 

b) selecting a bidding model(see column 11, lines 2-5, 24-26; column 22, lines. 

26- 29); 

c) estimating a structure of said market(see Fig. 13, steps 610; column 19, lines 

4-21); 

d) determining a bid function (see Fig. 13, step 612; column 8, lines 11-17); and 

e) determining said optimal bid (see Fig, 13, step 650; column 8, lines 60-62). 

18. As per claim 16, it is rejected with same rational as claim 2. 

19. As per claim 17, it is rejected with same rational as claim 3. 

20. As per claim 18, it is rejected with same rational as claim 4. 

21 . As per claim 19, it is rejected with same rational as claim 5. 

22. As per claim 20, it is rejected with same rational as claim 6. 

23. As per claim 21, it is rejected with same rational as claim 7. 
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Double Patenting 

24. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir, 1998); In re Goodman, 11 F.Sd 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

25. Claims 1-21 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-24 of 
copending Application No. 09/902880; claims 1-24 of copending Application No. 
09/902928; claims 1-24 of copending Application No. 09/903075; claims 1-23 of 
copending Application No. 09/858251. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the limitations in the pending 
application will produce the same invention and they recite means or steps that are 
substantially the same, only difference is the body of the preamble. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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26. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosures. Applicant is required under 37 CFR 1.111(c) to consider 
references fully when responding to this action. 

The following are pertinent to current invention, though not relied upon: 

Ausubel (U.S. Patent No. 6,021,398) teaches computer implemented method 
and apparatus for auctions. 

Feinberg (U.S. Patent No. 6,366,891) teaches data processing system for 
conducting a modified on-line auction. 

Gujral et al. (U.S. Pub No. 2002/0042769) teach system and method for 
conducting electronic auction with multi-parameter optimal bidding. 

Harrington et al. (U.S. Patent No. 6,161,099) teach process and apparatus for 
conducting auction over electronic networks. 

Hambrecht et al. (U.S. Patent No. 6,629,082) teach auction system and method 
for pricing and allocation during capital formation. 

Luke et al. (U.S. Patent No. 6,131,087) teach method for automatically 
identifying, matching, and near-matching buyers and sellers in electronic market 
transactions. 

Lupien et al. (U.S. Patent No. 5,101,353) teach automated system for providing 
liquidity to securities markets. 

Messmer et al. (U.S. Patent No. 7,096,197) teach methods and apparatus for 
simulating competitive bidding yield. 
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Seymor et al. (U.S. Patent No. 6,871,190) teach system and method for 
conducting an electronic auction over an open communications network. 

Shoham (U.S. Patent No. 6,285,989) teaches universal on-line trading market 
design and deployment system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bijendra K. Shrestha whose telephone number is 
(571)270-1374. The examiner can normally be reached on 7:00AM-4:30PM (Monday- 
Friday); 2nd Friday OFF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571)272-6771 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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